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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HEAVEN HILL DISTILLERIES, INC., )
)

Opposer, ) Opposition No.  91183753
)

v. )
) Serial No.   77/266,196

DIALLO YASSINN PATRICE, ) Mark:    HYPNOTIZER
) Intl Class:  033

Respondent. )

OPPOSER'S MOTION FOR AN EXTENSION OF TIME

Pursuant to Rule 6(b) of the Federal Rules of Civil Procedure and

Section 509.01(a) of the TTAB Manual of Procedure, Opposer Heaven Hill Distilleries, Inc.

("Heaven Hill") hereby moves for an extension of time as set forth below in the current

proceeding, Opposition Number 91183753.

Event Current Deadline Proposed Deadline
Expert Disclosures Due 31 March 2009 90 days after Board’s Grant of Motion
Discovery Closes 30 April 2009 30 days after Expert Disclosure deadline
Plaintiff's Pretrial
Disclosures

14 June 2009 75 days after Expert Disclosure deadline

Plaintiff's 30-day Trial
Period Ends

29 July 2009 120 days after Expert Disclosure deadline

Defendant's Pretrial
Disclosures

13 August 2009 135 days after Expert Disclosure deadline

Defendant's 30-day Trial
Period Ends

27 September 2009 180 days after Expert Disclosure deadline

Plaintiff's Rebuttal
Disclosures

12 October 2009 195 days after Expert Disclosure deadline

Plaintiff's 15-day Rebuttal
Period Ends

11 November 2009 225 days after Expert Disclosure deadline
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Heaven Hill made numerous attempts to contact Respondent, Diallo Yassinn

Patrice before finally receiving a perfunctory email response on March 20th, 2009, in which

Diallo refused to agree to an extension of time.  Respondent gave no reason for his refusal to

agree to the requested extension and did not respond to a follow-up email from counsel for

Heaven Hill.  Thus, Heaven Hill was left with no other option than to file this motion.

A Memorandum in Support of this Motion is attached.

Respectfully submitted,

/Matthew A. Williams /
David A. Calhoun
Matthew A. Williams
Michael A. Capiro
WYATT, TARRANT & COMBS, LLP
500 West Jefferson Street, Suite 2800
Louisville, Kentucky  40202-2898
(502) 589-5235

Counsel for Opposer, Heaven Hill
Distilleries, Inc.
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CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and complete copy of the foregoing Motion has been
served upon:

Diallo Yassinn Patrice
2 Square Tribord
Courcouronnes 91080
France

via Federal Express, International Priority, this24th day ofMarch, 2009.

/Matthew A. Williams/
One of Counsel for Opposer, Heaven Hill
Distilleries, Inc.

20312216.3
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

HEAVEN HILL DISTILLERIES, INC., )
)

Opposer, ) Opposition No.  91183753
)

v. )
) Serial No.   77/266,196

DIALLO YASSINN PATRICE, ) Mark:    HYPNOTIZER
) Intl Class:  033

Respondent. )

MEMORANDUM IN SUPPORT OF OPPOSER'S
MOTION FOR AN EXTENSION OF TIME

Opposer, Heaven Hill Distilleries, Inc. ("Heaven Hill") files this Memorandum in

support of its Motion for an Extension of Time to extend the deadlines in Opposition

Number 91183753.

Despite Heaven Hill’s diligent effort to advance this proceeding, the deadlines

reset by the Board in its February 24, 2009 Order denying Heaven Hill’s Motion for Summary

Judgment do not allow Heaven Hill sufficient time to complete discovery and prepare for trial.

Heaven Hill sought agreement from Respondent, Diallo Yassinn Patrice (“Diallo”) to an

extension of these deadlines.  Diallo would not agree to Heaven Hill’s request.  Therefore,

Heaven Hill respectfully requests the Board grant the Motion for an Extension of Time and

extend the deadlines in this proceeding as set forth in its Motion for an Extension of Time.
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STATEMENT OF FACTS

On August 28, 2007, Diallo filed Application Serial No. 77/266,196 to register the

mark HYPNOTIZER for alcoholic beverages in international class 033.  On April 8, 2008, the

application was published for opposition and Heaven Hill timely filed the current proceeding,

Opposition No. 91183753, to protect its HPNOTIQ mark against Diallo’s confusingly similar

HYPNOTIZER mark.

Since filing this Opposition on April 25, 2008, Heaven Hill has attempted to

expedite the resolution of this matter and minimize the expense for each party.  Early on, Heaven

Hill proposed to Diallo the use of the Board’s Accelerated Case Resolution procedure, but Diallo

rejected the proposal (Affidavit of Matthew A. Williams (“Williams Affidavit”), attached hereto

as Exhibit A, ¶12, Ex. 9).  On November 4, 2008, Heaven Hill again attempted to expedite the

resolution of this matter by filing a Motion for Summary Judgment, believing there were no

factual issues to be resolved in this matter.  The Board subsequently issued an order to stay the

proceedings on November 13, 2008, pending a decision on the motion.  Accordingly, Heaven

Hill took no depositions and did not engage any experts to prepare for trial during the pendency

of its motion.

On February 24, 2009, the Board issued an Order denying Heaven Hill’s motion

on the ground that the Board found there to be a factual issue to be resolved concerning the

likelihood of confusion between Heaven Hill’s HPNOTIQ mark and Diallo’s HYPNOTIZER

mark.  In this Order, the Board also reset the remaining deadlines in this proceeding.  In

particular, the Expert Disclosure Deadline was reset for March 31, 2009, a mere five (5) weeks

following the Board’s denial of Heaven Hill’s motion, and the close of discovery was reset for

April 30, 2009.
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As noted above, having genuinely believed that this case would be resolved by

summary judgment, Heaven Hill did not proceed with trial preparation after filing its summary

judgment motion.  After studying the Board’s Order and preparing a trial plan, Heaven Hill

concluded that the reset deadlines, in particular the deadlines for expert disclosures and the close

of discovery, would not provide it with sufficient time to properly prepare its case for trial

(Williams Affidavit ¶4).  Accordingly, on March 11, 2009, counsel for Heaven Hill sent a letter

to Diallo by electronic mail and Federal Express seeking Diallo’s agreement to extend the

deadlines by ninety (90) days (Id. ¶5, Ex. 1.)  Counsel for Heaven Hill subsequently received

confirmation that the electronic mail was forwarded to Diallo’s email address on March 11, 2009

and confirmation from Federal Express that the letter was delivered on March 13, 2009 (Id. ¶5,

Exs. 2 and 3).  Heaven Hill’s counsel then attempted, unsuccessfully, to contact Diallo by

telephone at the number listed in U.S. Application Serial No. 77/266,196 on March 13, 2009 and

March 18, 2009 to discuss the requested extension (Id. ¶4).

Having not received a response from Diallo and having been unable to reach

Diallo by telephone, Heaven Hill’s counsel sent a second letter to Diallo, again by electronic

mail and Federal Express, on March 18, 2009 (Id. ¶7, Ex. 4).  As with the prior letter, Heaven

Hill’s counsel received confirmation that the electronic mail was forwarded to Diallo’s email

address on March 18, 2009 (Id. ¶7, Ex. 5).  Heaven Hill’s counsel again attempted, without

success, to contact Diallo by telephone on March 19, 2009 (Id. ¶8).  Heaven Hill’s counsel

thereafter received confirmation from Federal Express that the second letter was delivered on

March 20, 2009 (Id. ¶7, Ex. 6).

Finally, on March 20, 2009, Diallo responded to counsel for Heaven Hill via

email, rejecting Heaven Hill’s request without explanation (Id. ¶9, Ex. 7).  On March 20, 2009,
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Heaven Hill’s counsel replied to Diallo via email, noting that parties to opposition proceedings 

routinely agree to such requests and asking him to reconsider his position (Id. ¶10, Ex. 8).  As of 

the date Heaven Hill’s Motion for an Extension of Time was filed, no further response had been 

received from Diallo (Id. ¶11).   

Thus, Heaven Hill was left with no option but to file this Motion for an Extension 

of Time.   

ARGUMENT  

Pursuant to Section 509.01 of the Trademark Trial and Appeal Board Manual of 

Procedure (“TBMP”), a party to a Board proceeding “may file a motion for an enlargement of 

the time in which an act is required or allowed to be done.”  See also 37 CFR 2.116(a) and 

Fed. R. Civ. P. 6(b).  When, as here, such a motion is filed as a motion to extend, i.e. before the 

expiration of the period for which an extension has been requested, the Board should grant the 

motion upon a showing of good cause by the moving party.  TBMP §509.01(a) (citing 

Fed. R. Civ. P. 6(b)).  So long as the moving party has not been guilty of negligence or bad faith 

and has not otherwise abused the privilege of extension, the Board is generally liberal in granting 

extensions of time.  See, e.g., American Vitamin Products, Inc. v. Dow Brands, Inc., 

22 U.S.P.Q.2d 1313 (TTAB 1992) (finding good cause to grant the requested extension of time 

to respond to interrogatories because the party was “continuing to gather information needed to 

respond”); see also Sunkist Growers, Inc. v. Benjamin Ansehl Co., 229 U.S.P.Q. 147 (TTAB 

1985).   

Here, Heaven Hill previously moved for summary judgment on the belief that 

there were no disputed issues of material fact.  Upon the suspension of the proceeding for the 

Board to consider its motion, Heaven Hill reasonably and justifiably suspended its efforts to 

prepare the case for trial since such efforts would have been unnecessary if its motion had been 
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granted.  Upon receiving the Board’s Order denying its motion, Heaven Hill timely reviewed the

Order, determined what proof it would need to present at trial and how to gather that proof, and

evaluated its ability to prepare its case for trial under the deadlines as reset by the Board in the

Order.  Within two (2) weeks of the Order being issued, Heaven Hill realized that it would not be

able to prepare its case for trial within the reset deadlines.

Upon determining that the reset dates did not provide sufficient time for Heaven

Hill to prepare for trial, counsel for Heaven Hill promptly sought Diallo’s consent to a short

extension of the deadlines in this proceeding.  Following Heaven Hill’s repeated attempts to

contact Diallo and discuss this request, Diallo responded with a perfunctory email refusing,

without explanation, Heaven Hill’s requested extension.  Counsel for Heaven Hill replied to

Diallo’s response by noting that parties routinely agree to such extensions in proceedings in front

of the Board and requesting that he reconsider his position.  Since Diallo has not responded to

Heaven Hill’s latest communication, Heaven Hill was left with no choice but to proceed with this

Motion for an Extension of Time.

Heaven Hill has demonstrated good cause justifying its first request for an

extension to the deadlines in this proceeding.  The five (5) week period between the Board Order

resetting the deadlines and the Expert Disclosure deadline simply does not provide Heaven Hill

with sufficient time to determine whether it wishes to engage one or more experts to support its

case, identify and engage said one or more experts, and provide the required expert disclosure

before the deadline.  Moreover, since the case itself was formally suspended by the Board,

Heaven Hill could not have engaged in additional discovery during the pendency of the motion.

Diallo will not be unduly prejudiced by the requested extension.  Diallo rejected

Heaven Hill’s request to utilize the Board’s Accelerated Case Resolution procedure, and he has
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repeatedly delayed in responding to requests from Heaven Hill’s counsel for agreement on this

and other procedural matters.  Heaven Hill has been diligent in its prosecution of this matter and

has not sought to delay the proceeding or otherwise acted in bad faith or in a dilatory manner.

Having shown good cause for the extension of time and demonstrated that it has

not been negligent or acted in bad faith and having shown that Diallo will not be unduly

prejudice by an extension, Heaven Hill respectfully requests that the Board reset the deadlines

such that the Expert Disclosure Deadline will be set for ninety (90) days following the date on

which the Board grants Heaven Hill’s motion and the dates for the remaining deadlines

following thereafter as set forth in the motion.  This differs from the request that was made to

Diallo because Heaven Hill does not want to incur the expense of investigating, and potentially

engaging, experts until the Board has granted Heaven Hill’s request for an extension of time and

thereby providing Heaven Hill with sufficient time to meet the deadline for expert disclosures.

SUMMARY

Heaven Hill has filed this first Motion for an Extension of Time only after

repeated attempts to obtain Diallo’s consent to an extension proved unsuccessful.  Since Diallo

refused to consent to Heaven Hill’s requested extension, Heaven Hill has been left with no

choice but to seek the Board’s approval of the Motion so that Heaven Hill may adequately

prepare for trial.  Heaven Hill has shown good cause; thus, the Board should grant Heaven Hill’s

Motion for an Extension of Time.
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Respectfully submitted,

/Matthew A. Williams /
David A. Calhoun
Matthew A. Williams
Michael A. Capiro
WYATT, TARRANT & COMBS, LLP
500 West Jefferson Street, Suite 2800
Louisville, Kentucky  40202-2898
(502) 589-5235

Counsel for Opposer, Heaven Hill
Distilleries, Inc.

CERTIFICATE OF SERVICE

The undersigned hereby certifies that a true and complete copy of the foregoing Memorandum in
Support of Opposer's Motion for an Extension of Time of  has been served upon:

Diallo Yassinn Patrice
2 Square Tribord
Courcouronnes 91080
France

via Federal Express, International Priority, this24th day ofMarch, 2009.

  /Matthew A. Williams/
One of Counsel for Opposer, Heaven Hill
Distilleries, Inc.

20312211.5






































































